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DETAILED ACTION 
Claim Objections 

1 . Claim 1 1 is objected to because of the following informalities: the term "eg" is 
ambiguous, as it is not clear if the limitation following is required for defining the scope 
of the invention . Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 7 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. The term "Scotch disc" has not been defined, and it cannot be 
reasonably detennined what a Scotch disc is. 

Claim Rejections - 35 USC % 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 8-10 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over JP 5-146558. Please refer to figure 
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1 and the attached English language translation. '558 discloses scissors having two 
halves, each half including a blade, shank and ring and articulately coupled by means of 
a lock and including hard metal edges on the blades, the edges fomried as massive 
elements extending over the entire thickness of the blades on mutually facing faces of 
the blades. It is noted that claim 8 contains a "product-by-process" limitation: "which are 
formed by welding application of a hard metal and a subsequent grinding step". MPEP 
21 13 states in part: "[E]ven though product-by-process claims are limited by and defined 
by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Here, the resulting product appears to be the same as that disclosed by JP '558, that of 
a scissor blade with hard metal edges on the blades, the edges formed as massive 
elements extending over the entire thickness of the blades on mutually facing faces of 
the blades. If applicant argues that the steps of welding and grinding form a different 
product, he must provide evidence of such difference. 

6. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 5- 
146558. '558 discloses that the hard metal is a cobalt alloy, but not the particular alloy 
claimed as an example of an appropriate alloy. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have made the 
scissors' edge of any desired hard metal alloy, since it has been held to be within the 
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general skill of a worker in the art to select a known material on the basis of its suitability 
for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 
Here, applicant has not specifically pointed out the criticality of using the claimed alloy, 
but has disclosed it as an example of the various alloys that may be used. 

Allowable Subject Matter 

7. Claims 1-7 are allowed. 

8. The following is a statement of reasons for the indication of allowable subject 
matter: The prior art of record does not disclose or fairly teach a method of making a 
cutting edge, Including pre-shaping the blade by a predetermined degree of curvature in 
the direction facing away from the blade, the pre-shaping substantially neutralized by 
the heat of the welding process to bring the blade back into a final shape. The closest 
art, to JP 5-146558, does not disclose such shaping. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Other similar hard edged tools and methods of making are cited 
of interest. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M Rachuba whose telephone number is 571-272-4493. 
The examiner can normally be reached on Monday-Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Hail can be reached on 571-272-4485. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



M Rachuba 
Primary Examiner 




